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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 

rit(s): Gary W. Ramsden. ) 

Serial No.: 10/696,894 ) 

Filed: October 30, 2003 ) 

Title: Automated Package Shipping Machine ) 

Group Art Unit: 3629 ) 

Examiner: Traci L. Smith ) 

Confirmation No.: 9250 ) 

Applicant's Brief On Appeal 

Mail Stop Appeal Brief-Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Real Party In Interest 

The real party in interest is Uship Intellectual Properties, LLC, by virtue of an Assignment from 
the inventors, Gary W. Ramsden and Kenneth W. Liles to Uship Inc., recorded on Reel/Frame 
011735/0586 and from Uship Inc., to United Shipping & Technology, Inc., recorded on 
Reel/Frame 01 1738/0014 and from United Shipping & Technology, Inc. to The Intelligent Kiosk 
Company, recorded on Reel/Frame 012653/0454 and 014822/0782 and from The Intelligent 
Kiosk Company to Uship Intellectual Properties LLC, recorded on Reel/Frame 015687/0045. 

Related Appeals and Interferences 

There are no other appeals or interferences known to the Appellant or the Appellant's 
representative, which are believed to directly affect or be directly affected by or have a bearing 
on the Board's decision in the pending appeal. 
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Status Of Claims 

Claims 77, 79 and 80 are pending. The final rejection of these claims forms the basis for this 
appeal. In particular, claims 77 and 80 stand rejected under 35 U.S.C. §103 (a) as being 
unpatentable over Hsieh US Patent No. 4,923,022 ("the Hsieh patent") and Pusic US Patent No. 
5,065,000 ("the Pusic patent") 1 . Claim 79 stands rejected under 35 U.S.C. 103(a) as being 
unpatentable over the Hsieh and Pusic patents further in view of Tateno US Patent No. 4,836,352 
("the Tateno patent"). A Pre- Appeal Brief Request for Review was filed on March 10, 2006. A 
Notice of Panel Decision- was issued on April 27, 2006 advising the Applicant to proceed with 
an Appeal. 

Status Of Amendments 

An amendment pursuant to 37 CFR § 41.33 (a) was filed on May 30, 2006 to simplify the issues 
on appeal. The claims as currently amended including the aforementioned amendment are 
included in Appendix A. 

Summary Of Claimed Subject Matter 

The present invention relates to an automated shipping machine, for example, as shown 
below. The automated shipping machine includes means for receiving payment information from 
a customer; a scale for weighing a parcel or envelope to be mailed; and a processing system for 
receiving various information, as described below, relating to the parcel or envelope to be 
mailed. In accordance with an important aspect of the invention, as shown below, the claimed 
invention includes a processor that is configured to compute shipping cost of a parcel or 
envelope to be mailed as a function of shipping information provided to an input system by the 
customer information recorded by the machine as well as payment information. 



1 These claims were initially allowed by Examiner Edward Cosimano during a personal interview with Examiner 
Cosimano attended by the undersigned and the patent owner on August 4, 2005 at substantial expense to the patent 
owner. The Interview Summary indicates that the claims were allowed and that the application would be allowed 
pending correction of various informalities. Those informalities were corrected by way of a Communication, mailed 
on August 16, 2005 and a Petition under 37 CFR § 1.78 (a) (3) to correct the priority claim. The Petition was 
approved by the Office of Petitions on October 13, 2005. Shortly thereafter, an Office Action was issued on 
November 2, 2005 by the current Examiner Smith. Upon inquiry, the undersigned was informed that Examiner 
Cosimano was fired. 

- The Applicant notes (and was surprised) that the Request for a Pre-Appeal Review was decided by a three person 
panel that included the current Examiner Smith and the current SPE Weiss. 
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The shipping information provided by the customer may be provided by way of the 
keyboard 704 or a touch screen display as indicated in paragraph [0093] of the application. This 
customer supplied information includes at least a destination for the parcel or envelope to be 
mailed and an indication of a delivery option selected by the customer, selectable from at least 
two delivery options. The customer supplied information may also include dimensional 
information, such as the height, length and width of the parcel to be mailed as measured by 
measuring apparatus available at the automatic shipping machine. The payment information 
may include a card reader for reading credit card information which is processed by the 
microprocessor. The machine also includes a scale 706 for measuring the weight of the parcel to 
be mailed. The processor computes a cost for mailing the parcel or envelope to the specified 
destination as a function of the selected delivery option, destination and weight of the parcel to 
be mailed. 

The machine also includes "printer means" for printing a bar code identifying at least 
destination information for placement on the parcel or envelope to be mailed. The printer means 
also prints a shipping receipt which indicates at least the cost of delivering the parcel or envelope 
to the destination via the delivery service chosen by the customer. 
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Grounds of Rejection to be Reviewed on Appeal 

I. The Examiner's rejection of Claims 77 and 80 under 35 U.S.C. 103(a) as being 
unpatentable over the Hsieh and Pusic references. 

II The Examiner's rejection of Claim 79 under 35 U.S.C. 103(a) as being unpatentable over 
the Hsieh and Pusic references and further in view of the Tateno patent. 

Argument 

I. The Examiner's rejection of Claims 77 and 80 under 35 U.S.C. 103 fa) as being 
unpatentable over the Hsieh and Pusic references should be reversed. 

Claims 77 and 80 have been rejected under 35 U.S.C. 103(a) as being unpatentable over 
the Hsieh and Pusic references. It is respectfully submitted that the Examiner has failed to set 
forth a prima facie case of obviousness as required by MPEP §2143. It is also respectfully 
submitted that the rejection is based upon errors of law in contradistinction to case law handed 
down by the Court of Appeals for the Federal Circuit. 

More particularly, § 2143 of the MPEP requires: 

"7b establish a prima facie case of obviousness, three basic 
criteria must be met First, there must be some suggestion or 
motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the 
art, to modify the reference, or to combine reference teachings. 
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Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) 
must teach or suggest all of the claim limitations. The teaching 
or suggestion to make the claim combination and the 
reasonable expectation of success must both be found in the 
prior art, not in applicant's disclosure. " 

As will be discussed in detail below, the rejection fails to meet the criteria of MPEP § 2143 for 
several reasons. First, it is respectfully submitted that the references do not disclose all of the 
elements recited in the Claims at issue. Second, since all of the elements are not found in the 
references, there can be no expectation of success. Third, there is no motivation or suggestion to 
combine the references in the manner suggested by the Examiner. 

THE REFERENCES DO NOT DISCLOSE ALL OF THE 

ELEMENTS 

It is respectfully submitted that the references do not disclose all of the limitations of the 
claims. In particular, with respect to Claim 77, the claim recites several elements, identified 
below as paragraphs (a) and (b), which are clearly not disclosed or suggested by any of the 
references of record. In particular, it is respectfully submitted that those portions of the claim 
elements shown in bold are not disclosed by the references. 

(a) - a display for displaying at least two selectable delivery options; 

(b) a processor system, in communication with said input system and said scale L for 
receiving said information representative of the destination ,the selected delivery option and said 
parcel weight and computing a cost for mailing said package to said destination as a function 
of said parcel weight and the selected delivery option; 

Element (b) recites a processor system which inherently receives and processes 
three (3) types of information, as follows. 

• Destination of the parcel or envelope 

• Indication of the delivery option selected 

• The weight of the parcel 

In particular, based upon receiving the three types of information, mentioned above, the 
processor is configured to compute the cost for mailing the parcel or envelope to be mailed as a 
function of all three variables: weight, destination and selected delivery option. Stated another 
way, the claimed automated shipping machine can compute the cost of mailing a parcel to 



- The designations (a) and (b) have been added for discussion. 
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different destinations for each delivery option. Thus, unlike the Hsieh patent, the selectable 
delivery options are not limited to delivery options whose costs are independent of destination. 

None of the references of record teach such a feature. Rather, the references of record 
either do not disclose such a feature or teach away from it. In particular, the Pusic patent does 
not disclose an operator selectable delivery option. As such, it is clear that the system disclosed 
in the Pusic patent does not disclose computation of the mailing cost of a parcel based in part 
upon a selected delivery option and destination 

The Hsieh patent discloses a plurality of letter sorting keys 22 (Fig. 1). It appears that the 
Examiner relies on those keys 22 to meet the limitation of a processor that is configured to 
compute the mailing cost of the parcel based upon the weight of the parcel and the delivery 
option selected. Indeed, Paragraph 10 d of the Detailed Action cites the Hsieh patent, Col 4, lines 
9-11 as disclosing this feature.- However, it is clear from the Hsieh patent that the processor is 
not configured to calculate the mailing cost of different destinations for each selected delivery 
option. In fact, the system taught by the Hsieh patent does not take into the destination of the 
parcel ("The postage will thereupon be calculated according to the weight of the letter and the 
type of mailing service which the operator selects." Hsieh, Col. 4, lines 7-9). 

Although the letter sorting keys 22 are not defined anywhere in the specification of the 
Pusic patent, it is clear that the device taught by the Pusic patent is unable to compute a mailing 
cost for different destinations for a selected delivery option. As such, it is clear that the only 
"delivery options" that can be provided by the letter sorting keys 22 are options in which the cost 
of mailing the parcel is uniform for all destinations for each selected delivery option and thus the 
cost of mailing the parcel does not depend upon the destination for the selected delivery option. 
The only hint of the available delivery options possible by the letter sorting keys 22 are 
"registered" and "international letters", as mentioned in the Hsieh patent. (See Hsieh patent, 
Col.l, lines 18-22; "Moreover, most post offices are only open during the day, thus 
inconveniencing those persons wishing to post registered letters or international letters etc., at 
times not coinciding with standard business hours." and Hsieh patent, Col. 1, line 64-Col. 2, line 
3; "Therefore, the letters held within said casing of this invention will have already been 
weighed, stamped and sorted when the postal worker retrieves them, thus saving on the normal 

- Col. 4, lines 9-1 1 of the Hsieh patent recite "The postage will be shown on the display screen 19 and the 
customer is asked to confirm if the letter is to be mailed,. . ." It is believed that the Examiner actually meant to cite 
Col. 4, lines 7-9 which state: " The postage will thereupon be calculated according to the weight of the letter and 
the the type of mailing service which the operator selects." 
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time required for letter-processing in a post office. In addition, a person can mail registered or 
international letters, etc., at any time of day or night, whenever said automatic mailing 
apparatuses are installed.") It follows a fortiori that the cost of these delivery options, i.e 
registered and international, at least as of the filing of the Hsieh patent, must not have been 
dependent upon destination at all. The Board is respectfully requested to take notice of the fact 
that the delivery options disclosed in the Hsieh patent are thus similar to a US Postal Service 
First Class delivery option, which is strictly a function of the weight of the parcel and does not 
depend on destination within the US. 

As such, it follows a fortiori that the Hsieh patent teaches away from a system in which 
pricing for all delivery options is not uniform and is dependent of the intended destination of a 
parcel. Stated another way, the machine recited in the claims at issue is an improvement over the 
machine taught by the Hsieh patent in that, the claimed invention is not limited to delivery 
options whose cost is independent of the destination of the parcel. Rather, the claimed machine 
can be used for all sorts of delivery options including delivery options whose prices vary as a 
function of the destination for a selected delivery option. Thus, it is respectfully submitted that 
neither the Hsieh patent nor the Pusic patent discloses a processor, as recited in the claims at 
issue, configured to receive information regarding the destination of the parcel; the delivery 
option selected and weight of the parcel and computes the postage of the parcel based upon all 
three variables. 

As such, the machine taught by the Hsieh patent could not be used for selectable delivery 
options in which the pricing for a delivery option is dependent upon the destination of the parcel. 
The Board is respectfully requested to take notice of three exemplary Federal Express delivery 
options; namely: "Priority Overnight"; "Standard Overnight" and "Economy 2 Day". The pricing 
for each delivery option varies as a function of "Region". The "regions", in turn, are a functions 
of zip code or destination. Thus, it is clear that the delivery options illustrated in the attachments 
are clearly dependent upon the intended destination of the parcel.- 

It should also be clear that neither the Hsieh or Pusic patents, either alone or in 
combination as suggested by the Examiner, could be used for the aforementioned Federal 
Express delivery options, since the machines disclosed in those patents either do not allow for 

- Copies illustrating the described delivery options are attached for the convenience of the Board. These 
attachments are provided herein for the sole purpose of illustrating delivery options in which the pricing varies as 
a function of the destination. The exemplary delivery options were obtained on the Internet at 
http://iqimaging.com/shipping.htin. and represent pricing for Federal Express. 
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different delivery options or are limited to delivery options whose pricing is independent of the 
destination. On the other hand, the claimed invention is configured handle delivery options 
whose pricing varies as a function of the destination. Stated another way, the claimed machine 
could be used for delivery options the same or similar to those illustrated in the aforementioned 
Federal Express delivery options. Thus, it is respectfully submitted that neither the Pusic or 
Hsieh patents, either alone or in combination, disclose or suggest an automated mailing machine 
which provides for at least two selectable delivery options and includes a processor configured to 
compute the mailing cost as a function of three variables, namely; weight, delivery option and 
also destination. 

Element (a) of Claim 77 also recites a display for displaying at least two selectable 
delivery options. None of the cited references discloses a display configured to display at least 
two selectable delivery options. As mentioned above, the Pusic patent does not disclose 
selectable delivery options. The Hsieh patent discloses a display but is not configured to display 
selectable delivery options. (See the Hsieh patent, Col. 3, line 68 to Col.. 4, line 4 : "The weight 
of the letter will be shown on the display screen 19. The customer may then choose the type of 
mailing service which sort of mailing type he/she desires by depressing one of the letter-sorting 
keys 22."). It is also respectfully submitted that this element is not disclosed or suggested by any 
of the references of record. 

With respect to the rejection of Claim 79, the Taleno patent was cited for disclosing a 
touch screen. The Taleno patent does not otherwise disclose the missing elements discussed 
above. 

Based on the above, it is respectfully submitted that the Examiner has failed to make out 
a prima facie case of obviousness for failure to cite references which disclose all of the elements 
of the claims at issue, contrary to the criteria set forth in the MPEP § 2143 

THE EXAMINER HAS FAILED TO SHOW A REASONABLE 
EXPECTATION OF SUCCESS 

Given the fact that none of the references disclose a machine that includes a processor 

configured to compute the mailing cost of a parcel based upon the weight of the parcel; selected 
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delivery option of the parcel and the destination of the parcel, it is respectfully submitted that 
there can be no reasonable expectation of success. 

THE EXAMINER HAS FAILED TO SHOW A SUGGESTION 
TO COMBINE THE REFERENCES 

In paragraph 15 of the Detailed Action mailed on February 3, 2006, the Examiner argues 
that the filing dates of the references are two years prior to the priority date of the instant 
invention, "thus establishing knowledge of the invention." MPEP §2143 requires that "there 
must be some suggestion or motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the reference, or to combine 
reference teachings. " If anything, it should be clear that there was absolutely no "knowledge", 
to provide a system for processing delivery options whose pricing is dependent upon destination. 
As such, it is respectfully submitted that, it can hardly be said that any suggestion or motivation 
to combine various features was gained from the "knowledge" in the cited references. In 
addition, it is respectfully submitted that knowledge alone is insufficient to show motivation. As 
set forth by the Court of Appeals for the Federal Circuit in Tele flex v. KSR International Co. , 
119 Fed. Appx. 282 (Fed. Cir. 2005)- "...the Examiner must show reasons that the skilled 
artisan, confronted with the same problems as the inventor and with no knowledge of the claimed 
invention, would select the elements from the cited prior art references for combination in the 
manner claimed." Knowledge alone is insufficient to satisfy the requirement that the Examiner 
must still provide a showing of a motivation to make the claimed combination ("...the test of 
whether it would have been obvious to select specific teachings must still be met by 
identification of some suggestion, teaching, or suggestion in the prior art, arising from what the 
prior art would have taught a person of ordinary skill in the field of the invention. In re Scott 
Johnston. 2006 US App. Lexis 2282 (Fed. Cir. 2006). 2 Based on the above, it is respectfully 
submitted that the Examiner has failed to show a suggestion to make the combination suggested 
as required by MPEP §2143. 

For all of the above reasons, it is respectfully submitted that the Examiner has failed to 
set forth a prima facie case of obviousness. 



Copy attached for the convenience of the Board. 
Copy attached for the convenience of the Board. 
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If The Examiner's rejection of CMm 79 under 35 U.S.C. 6 IMf*} as &Sfeg Unpatentable aver 
theHsieh. Pusic and Totem* fatenfs 

Claim 79 was regectcd as being unpatentable under 35 USC § 103(a) as being 
uupatenable over foe Efcieh and Pusic patents, as discussed above and further in view of the 
Tateno patents. Claim 79 is dependent upon Claim 77 and adds a limitation that the input system 
includes a touch screen The Hsich and Pusic patents were discussed above. The Tateno patent 
does not otherwise disclose a system for computing a mailing cost based upon: the weight of the 
parcel; a selected delivety option and a destination. For these reasons and the reasons above, it is 
respectfully submitted that the Examiner has failed to set forth a prima facie case of obviousness 
as required by MPEP §2 143. 

Conclusion 

It is respectfully submitted that the Examiner's rejection fails to meet all three criteria set forth in 
§ 2143 of the MPEP. First, The Examiner has failed to show any suggestion or motivation to 
combine the references in the manner stated. The Examiner simply opines the combination 
would be obvious. Second, without using the claims as a blueprint the Examiner has fciled to 
Show a reasonable expectation or any expectation of the success of the proposed combination 
considering the fact that the proposed combination does not disclose all of the elements of the 
claims. The Board is respectfully requested to reverse the rejections of all claims by the 
Examiner. 

Respectfully Submitted, 

_ tr/r>,/, IfegistrmionNo.SJLOSl 
Date: oV 3>/ /<? <s? 

KATTENMUCHIN ROSENMAN UP 
525 West Monroe Street 
Chicago, Illinois 60661-3693 
Phone No. (3 12) 902-5200 
Fax No. (312)902-1061 
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Attorney Docket No. 331235-00021 

APPENDIX A 
CLAIMS ON APPEAL 

Claim 77 An automated shipping machine for use in mailing parcels and envelopes, 
comprising: 

means for receiving payment from a customer; 

a scale for weighing a parcel or envelope to be mailed defining a parcel weight; 
a display for displaying at least two selectable delivery options; 

an input system for receiving information representative of a destination for said parcel or 
envelope to be mailed, and an indication of the delivery option selected by the customer, said 
delivery option selectable from at least two delivery options. 

a processor system, in communication with said input system and said scale,, for receiving 
said information representative of the destination, the selected delivery option and said parcel 
weight and computing a cost for mailing said parcel or envelope to said destination as a function 
of said parcel weight and the selected delivery option; 

printer means in communication with said processor for printing a bar code label for 
placement on the parcel or envelope to be mailed identifying at least said destination 
representative information and to print a shipping receipt for an amount including at least the 
cost of delivering said parcel or envelope to said destination via the delivery service chosen by 
said customer. 

Claim 79 The automated shipping machine as recited in claim 77, wherein said input 
system includes a touch screen CRT. 

Claim 80 The automated shipping machine as recited in claim 77, wherein said payment 
receiving means includes a credit card reader. 
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APPENDIX B 
EVIDENCE APPENDIX 
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APPENDIX C 
RELATED PROCEEDINGS APPENDIX 



None 



CHI01_50356255_l_331235_OOO21 5/31/2006 1 1:05 AM 
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Federal Express Shipping Prices 

Please use this table only as an approximation. 
See announcement 04/05/02 

Click here to find out your FedEx region 



Federal Express Region 2 


Weight (Approximate # of 
Slides) 


Priority 
Overnight 


Standard 
Overnight 


Economy 2 
Day 


1-8oz (1-50) 


$8.26 


$7.85 


$5.10 


8-1 6oz (51-120) 


$10.03 


$9.85 


$5.10 


16-24oz (121+) 


$11.94 


$10.56 


$5.27 


'Saturday shipping available with extra charge of $10.00 in addition to regular 

rate of delivery 

Available only for Priority Overnight Service and only in certain delivery areas 



Federal Express Region 3 ] 


Weight (Approximate # of 
Slides) 


Priority 
Overnight 


Standard 
Overnight 


Economy 2 
Day | 


1-8oz (1-50) 


$9.02 


$8.54 


$537 j 


8-16oz (51-120) 


$12.10 


$11.00 


$537 


16-24oz (121+) 


$12.93 


$11.06 


$5.80 


'Saturday shipping available with extra charge of $10.00 in addition to regular 

rate of delivery. 

Available only for Priority Overnight Service and only in certain delivery areas 





Federal Expres 


»s Region 4 




Weight (Approximate # of 
Slides) 


Priority 

Overnight | 


Standard 
[Overnight 


Economy 2 
Day j 




I 


i 


i 



1-8oz (1-50) 


$10.12 


$9.39 


$5.63 


8-1 6oz (51-120) 


$13.60 


$13.02 


$5.63 


16-24oz (121+)) 


$15.18 


$14.61 


$6.33 


* Saturday shipping available with extra charge off $10.00 in addition to regular 

rate of delivery i 
Available only for Priority Overnight Service and only in certain delivery areas 



Federal Express Region 5 


Weight (Approximate # of 
slides) 


Priority 
Overnight 


Standard 
Overnight 


Economy 2 
Day 


1-8oz (L50) 


$10.28 


$9.57 


$6.16 


8-1 6oz (51-120) 


$14.55 


$13.55 


$6.16 


16-24oz (121+) 


$16.28 


$15.31 


$6.86 


'Saturday shipping available with extra charge of $10.00 in addition to regular 

rate of delivery 

Available only for Priority Overnight Service and only in certain delivery areas 



Federal Express Region 6 


Weight (Approximate # of 


Priority 


Standard 


Economy 2 


Slides) 


Overnight 


Overnight 


Day 


[ 1-8oz (1-50) 


$10.77 


$9.74 


$6.51 


8-1 6oz (51-120) 


i $15.01 


$14.08 


$6.51 


16-24oz(121+) 


$16.91 


$15.83 


$7.57 


"Saturday shipping available with extra charge off $10.00 in addition to regular 




rate of delivery 




Available only for Priority Overnight Service and only in certain delivery areas 










Federal Express Region 7 | 


Weight (Approximate # of | 


Priority | 


Standard 


Economy 2 j 



Slides) 


Overnight 


Overnight 


Day 


1-8oz (1-50) 


$10.93 


$9.90 


$7.04 


8-1 6oz (51-120) 


$15.66 


$14.78 


$7.04 


16-24oz (121+) 


$17.39 


$16.53 


$7.92 


"Saturday shipping available with extra charge of $10.00 in addition to regular 

rate of delivery 

Available only for Priority Overnight Service and only in certain delivery areas 



Federal Express Region 8 


Weight (Approximate # of 
Slides) 


Priority 
Overnight 


Standard 
Overnight 


Economy 2 
Day 


1-8oz (1-50) 


$11.26 


$10.08 


$7.38 


8-1 6oz (51-120) 


$16.13 


$15.13 


$7.38 


16-24oz (121+) 


$17.86 


$16.89 


$8.09 


'Saturday shipping available with extra charge of $10.00 in addition to regular 

rate of delivery 

Available only for Priority Overnight Service and only in certain delivery areas 



Federal Exp re 


ss Region 9-10 Alaska/Hawaii Metro 




Weight (Approximate # of 
Slides) 


Priority 
Overnight 


Standard 
Overnight 


Economy 2 
Day 


1-8oz (1-50) 


$14.05 


$13.01 


$12.85 


8-1 6oz (51-120) 


$19.82 


$16.47 


$12.85 


16-24oz (121+) 


$21.25 


$17.86 


$14.10 


'Saturday shipping available with extra charge of $10.00 in addition to regular 

rate of delivery 

Available only for Priority Overnight Service and only in certain delivery areas 



Federal Express Region 11-12 Alaska/Hawaii Rural 



Wei ah t (ADDroximate # of 
Slides) 


Priorifv 

Overnight 


Q4a«<lawl 
Oldnuara 

Overnight 


economy 2 
Day 


1-8oz (1-50) 


$14.39 


N/A 


$15.71 


8-1 6oz (51-120) 


$19.82 


N/A 


$15.71 


16-24oz (121+) 


$21.25 


N/A 


$16.60 


"Saturday shipping available with extra charge of $10.00 in addition to regular 

rate of delivery 

Available only for Priority Overnight Service and only in certain delivery areas 



Back t o IQ Im aging Ho me Page 



Federal Express Region Locator 



For Shipments Originating in ZIP Code(s) 22800-22999 



1. To use this chart, simply find your ZIP code using either the first 3 digits or the full ZIP, 
whichever is shown. 

2. Click on the corresponding ZIP code. 

3. See your rate under the shipment weight and service you choose. 



uesiinauon 
ZIP 


Region 


uesunauon 
ZIP 


Region 


uesiinaiiQii 

ZIP 


Region 


uesiinauvn 
ZIP 


Region 


000-003 


N/A 


004-005 


3 


006-009 


N/A 


010-042 


4 


043-044 


5 


045-045 


4 


046-049 


5 


050-069 


4 


070-105 


3 


106-106 


4 


107-118 


3 


119-126 


4 


127-127 j 


3 


128-136 


4 


137-142 


3 


143=146 


4 


147-149 


3 


150-156 


2 


157-158 


3 


159-159 


2 


160-172 


3 


173-174 


2 


175-199 


3 


20Q-218 


2 


2!9-2_1_9 


3 


220-232 


2 


233-237 


3 


238-241 | 


2 


242-242 


3 


243-254 


2 


255-257 


3 


258-259 


2 


260-261 


3 


262-268 


2 


269-269 


N/A 


270-274 


2 


275-288 


3 


289-292 


4 


293-293 


3 


294-294 


4 


295-297 


3 


298-322 


4 


323-325 


5 


326-326 


4 


327-342 


5 


343-343 


N/A 


344-344 


.4 


345-345 


N/A 


346-349 


5 


350-363 


4 


364-367 




368-368 


4 


369-369 


5 


370-374 


4 


375-375 


5 


376-376 


3 1 


377-379 


4 


380-381 


5 


382-385 


4 


386-397 


5 


398-398 


N/A 


I 399-402 


4 


403-405 


3 


406-410 


4 ] 


411=418 


3 


419-419 


N/A 


420-427 


4 || 428-429 


N/A | 


430-433 


3 


434-436 


4 


437-449 


3 | 


450-452 


4 | 


453-457 


r 3 


r 458-497 


4 


498-528 


5 | 


529-529 


N/A J 


530-534 


4 


535-564 


5 


565-565 


6 II 


566=566 


5 J 


567-567 


6 


568-569 


N/A 


570-571 


5 || 572-587 


6 | 


588-597 


7 


598-599 


8 J 


600-611 


4 i 


612-612 


5 ] 


II 








II 







61 3-613 


4 


614-614 


mm 

5 


615-619 


4 


620-623 


5 


624*629 


4 


630-636 


5 


637-638 


4 


639-668 


5 


i 669-669 


6 


^^*V#^ tarn ^% 

670-673 


5 


674-679 


6 


680-687 


5 


688-693 


6 


694-699 


N/A 


700-729 


5 


730-739 


6 


740-745 


5 


7j*6-747 


6 


748-749 




750-754 


6 


755-757 


5 


758-797 


5 


7.98-799 


7 


800-802 


[ 8 


8P3-8Q5 


7 


806-810 


6 


811-816 


7 


817-819 


N/A 


820-820 


6 


821-821 


7 


822-822 


6 


823-832 


7 


833-833 


8 


834-834 


7 


835-838 


8 


839-839 




840-847 


7 


848-849 


N/A 


850-858 


8 


859-859 


7 


860-864 


8 


865-880 


7 


881-881 


6 


882-883 


7 


884-884 


6 


885-885 


7 


886-888 


N/A 


889-966 


8 


96700 


12 


96701 


1Q 


96702 r 
9.6705 


12 


96706- 
[ 96707 


.10 


96708 


12 


96709 


10 


96710 


12 


96711- 
96712 


10 


96713- 
96716 


12 


96717 


10 


96718- 
96729 


1.2 


96730- 
96731 


10 


96732- 
96733 


12 


96734 


10 


96735- 
L 96743 


12 


.96744 


10 


96745- 
96757 


12 


96758- 
96759 


10 


96760- 
96761 


12 


96762 


1Q 


96763- 
96774 


12 


96775 


10 


96776- 
96781 


12 


96782 


10 


96783- 
96785 


12 


96786 


10 


96787- 
96788 


12 


96789 


10 


96790 


12 


96791- j 
96792 


10 


96793 


12 


96794- 
96795 


IP 


96796 


12 


96797 


10 


96798- 
96800 


12 


96801- 
96863 


1.0 


96864- 
96899 


12 


969-969 


N/A 


970-994 


8 


99500 


11 


99501- 
99524 


9 


99525- 
99539 


11 


99540 | 


9 


99541- 
99566 


11 


99567 


9 


99568^ 


11 


99577 | 


9 


99578- 


11 



99576 



99999 



Vtestlaw 



119Fed.Appx. 282 Page 1 

119Fed.Appx.282 

(Cite as: 119 Fed.Appx. 282) 



H 

Briefs and Other Related Documents 

This case was not selected for publication in the 
Federal Reporter. 

NOTE: Pursuant to Fed.Cir.R. 47.6, this order is not 
citable as precedent It is public record. 

Please use FIND to look at the applicable circuit 
court rule before citing this opinion. Federal Circuit 
Rule 47.6. (FIND CTAF Rule 47.6.) 



United States Court of Appeals, 
Federal Circuit. 
TELEFLEX, INCORPORATED and Technology 
Holding Company, P laintiffs -Appellants, 
v. 

KSR INTERNATIONAL CO., Defendant-Appellee. 
No. 04-1152. 

Jan. 6, 2005. 

Background: Owner of patent for position- 
adjustable vehicle pedal assembly sued competitor 
for infringement. The United States District Court for 
the Eastern District of Michigan, 298 F.Supp.2d 581. 
granted summary judgment for competitor on ground 
of obviousness. Patent owner appealed. 

Holdings: The Court of Appeals, Schall . Circuit 
Judge, held that: 

Lll district court applied incomplete teaching- 
suggestion-motivation test, and 

(2) under that test, genuine issues of material fact 
existed, precluding summary judgment 
Vacated and remanded. 

West Headnotes 

HI Patents €=^16.5(1) 

291kl6,5f n Most Cited Cases 
Before finding patent for position-adjustable vehicle 
pedal assembly invalid as obvious by applying 
teaching-suggestion-motivation test, district court 
should have made specific findings as to suggestion 
or motivation to combine teachings of prior patent 
with electronic control in particular manner claimed 
by pedal assembly patent. 



121 Patents €=>323.2(3) 

291k323.2f3^ Most Cited Cases 
Genuine issue of material fact as to whether person of 
ordinary skill in the art would have been motivated, 
at time position-adjustable vehicle pedal assembly 
was invented, to attach electronic control to support 
structure of pedal assembly disclosed by prior patent 
precluded surnmary judgment invalidating later 
patent as obvious. 

Ill Patents €=>323.2(5) 

291k323.2(51 Most Cited Cases 

By crediting movant's expert declarant and 

discrediting two declarants offered by nonmovant, 

district court made improper credibility 

deterrninations at summary judgment stage of patent 

infringement case. 

Patents €^=>328(2) 
291k328(2) Most Cited Cases 

5.010.782. 5.063.811 . 5.460.061. 5.819.593 . Cited as 
Prior Art. 

Patents €===>328{2) 
291k328(2) Most Cited Cases 
6,237.565 . Cited. 

*283 Before MAYER. [FN*] SCHALL. and 
PRQST. Circuit Judges. 

FN* Judge Haldane Robert Mayer vacated 
the position of Chief Judge on December 24, 
2004. 

DECISION 
SCHALL. Circuit Judge. 

Teleflex Incorporated and Technology Holding 
Company (collectively, Teleflex") sued KSR 
International Co. ("KSR") in the United States 
District Court for the Eastern District of Michigan for 
infringement of U.S. Patent No. 6.237.565 Bl ("the 
'565 patent"). On December 12, 2003, the district 
court granted surnmary judgment in favor of KSR, 
after determining that claim 4 of the '565 patent , the 
sole claim at issue, was invalid by reason of 
obviousness. Teleflex Inc. v. KSR Int'l Co.. 298 
F.Sut>n.2d 581 (E.D.Mich.2003) . Teleflex now 
appeals the district court's decision. For the reasons 
set forth below, we vacate the grant of summary 
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judgment and remand the case to the district court for 
further proceedings. 

DISCUSSION 
I. 

Claim 4 of the '565 patent relates to an adjustable 
pedal assembly PFNll for use with automobiles 
having engines that are controlled electronically with 
a device known as an electronic throtde control. As 
such, *284 the assembly of claim 4 incorporates an 
electronic pedal position sensor (referred to in claim 
4, and throughout this opinion, as an "electronic 
control"). The electronic control is responsive to the 
pedal pivot and thereby generates an electrical signal 
corresponding to the relative position of the gas pedal 
between the rest and applied positions. Claim 4 
specifically provides for an assembly wherein the 
electronic control is mounted to the support bracket 
of the assembly. This configuration avoids 
movement of the electronic control during adjustment 
of the pedal's position on the assembly. Claim 4 
reads: 

FN1. An adjustable pedal assembly (e.g., 
gas, break, or clutch) allows the location of 
the pedal to be adjusted to accommodate a 
particular driver's height. 

A vehicle control pedal apparatus (12) comprising: 
a support (18) adapted to be mounted to a vehicle 
structure (20); 

an adjustable pedal assembly (22) having a pedal 

arm (14) moveable in force [sic] and aft directions 

with respect to said support (18); 

a pivot (24) for pivotally supporting said adjustable 

pedal assembly (22) with respect to said support 

(18) and defining a pivot axis (26); and 

an electronic control (28) attached to said support 

(18) for controlling a vehicle system; 

said apparatus (12) characterized by said electronic 

control (28) being responsive to said pivot (24) for 

providing a signal (32) that corresponds to pedal 

arm position as said pedal arm (14) pivots about 

said pivot axis (26) between rest and applied 

positions wherein the position of said pivot (24) 

remains constant while said pedal arm (14) moves 

in fore and aft directions with respect to said pivot 

(24). 

The numbers in claim 4 correspond to the numbers 
in Figure 2 of the '565 patent . 

The specification of the '565 patent indicates that 
prior-art pedal assemblies incorporating an electronic 
control suffered from being too bulky, complex, and 
expensive to manufacture. See '565 patent , col. 1 , 11. 



48-53. It was this problem that the '565 patent set out 
to address. See id col. 2, II. 2-5. 

Teleflex sued KSR in the Eastern District of 
Michigan, alleging that KSR's adjustable pedal 
assembly infringed claim 4 of the '565 patent . KSR 
moved for surnrnary judgment of invalidity of claim 
4 based on obviousness under 35 U.S.C. § 103 . The 
district court granted KSR's motion after determining 
that claim 4 was obvious in view of a combination of 
prior art references. Teleflex timely appealed the 
district court's decision. We have jurisdiction 
pursuant to 28 U.S.C. § 1295(a)( 1 ) . 

IL 

This 'court reviews a district court's grant of 
summary judgment de novo. Torpharm Inc. v. 
Ranbaxv Pharms.. Inc.. 336 F.3d 1322. 1326 
(Fed.Cir.2003) . "In a patent case, as in any other, 
summary judgment may be granted when there are no 
disputed issues of material fact, ... or when the non- 
movant cannot prevail on the evidence submitted 
when viewed in a light most favorable to it." Knoll 
Phann. Co. v. Teva Pharms. USA. Inc.. 367 F.3d 
1381. 1383 (Fed.Cir.20Q4) . The movant carries the 
initial burden of proving that there are no genuine 
issues of material fact Celotex Corp. v. Catrett. All 
U.S. 311. 322-24. 106 S.Ct. 2548. 91 L.Ed.2d 265 
(1986) . If the movant shows a prima facie case for 
summary judgment, then the burden of production 
shifts to the nonmovant to present specific evidence 
indicating there is a genuine issue for trial. Anderson 
v. Liberty Lobby. Inc.. 411 U.S. 242. 250. 106 S.Ct. 
2505. 91 L.Ed.2d 202 (1986) . M When ruling on a 
motion for siimrnary judgment, all of the 
nonmovanfs evidence is to be credited, and all 
justifiable inferences are to be *285 drawn in the 
nonmovant's favor." Caterpillar Inc. v. Deere & Co.. 
224 F.3d 1374. 1379 (Fed.ar.2000) . "Where the 
evidence is conflicting or credibility determinations 
are required, the judgment should be vacated rather 
than reversed, and the case should be remanded for 
further proceedings." Jones v. Hardv. 121 F.2d 1524. 
1531 (Fed.Cir.1984) . 

"The grant of summary judgment of invalidity for 
obviousness must be done on a claim by claim basis." 
Knoll Pharm.. 367 F.3d at 1383. Because patents are 
presumed valid, "[t]he accused infringer must prove 
by clear and convincing evidence that each claim that 
is challenged cannot reasonably be held to be non- 
obvious." Id.; see also Monarch Knitting Mach. 
Corp. v. Sulzer Morat GmbH. 139 F.3d 877. 881 
(Fed.Cir.1998) . Clear and convincing evidence exists 
when the movant "place [s] in the mind of the ultimate 
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fact finder an abiding conviction that the truth of its 
factual contentions are 'highly probable.' " Colorado 
v. New Mexico. 467 U.S. 310, 316. 104 S.Ct. 2433, 
81 L.Ed.2d 247 (19841 . 

A patent claim is obvious, and thus invalid, when the 
differences between the claimed invention and the 
prior art "are such that the subject matter as a whole 
would have been obvious at the time the invention 
was made to a person having ordinary skill in the 
art" 35 U.S.C. $ 103 : see also Graham v. John 
Deere Co.. 383 U.S. 1. 14. 86 S.Ct. 684. 15 L.Ed.2d 
545 (1966): In re Dembiczak. 175 F.3d 994. 998 
(Fed.Cir. 19991 . While obviousness is ultimately a 
legal determination, it is based on several underlying 
issues of fact, namely: (1) the scope and content of 
the prior art; (2) the level of skill of a person of 
ordinary skill in the art; (3) the differences between 
the claimed invention and the teachings of the prior 
art; and (4) the extent of any objective indicia of 
non-obviousness. See Graham. 383 U.S. at 17-18. 86 
S.Ct. 684 . When obviousness is based on the 
teachings of multiple prior art references, the movant 
must also establish some "suggestion, teaching, or 
motivation ,, that would have led a person of ordinary 
skill in the art to combine the relevant prior art 
teachings in the manner claimed. See Tec Air. Inc. v. 
Denso Mfg. Mich. Inc.. 192 F.3d 1353. 1359-60 
(Fed.Cir.1999) : Pro-Mold & Tool Co. v. Great Lakes 
Plastics. Inc.. 75 K3d 1568. 1572 (Fed.Cir.l996Y 
The nonmovant may rebut a prima facie showing of 
obviousness with evidence refuting the movant's case 
or with other objective evidence of nonobviousness. 
See WMS Gamin*. Inc. v. ML Game Tech.. 184 F.3d 
1339, 1359 fFed T Cir.l9?9) . 

"The reason, suggestion, or motivation to combine 
[prior art references] may be found explicitly or 
implicitly: 1) in the prior art references themselves; 
2) in the knowledge of those of ordinary skill in the 
art that certain references, or disclosures in those 
references, are of special interest or importance in the 
field; or 3) from the nature of the problem to be 
solved, 'leading inventors to look to references 
relating to possible solutions to that problem.' " Ruiz 
v. AS. Chance Co.. 234 F.3d 654. 665 
(Fed.Cir.2000) (quoting Pro-Mold. 75 F.3d at 1572). 
"Our case law makes clear that the best defense 
against the subde but powerful attraction of a 
hindsight-based obviousness analysis is rigorous 
application of the requirement for a showing of the 
teaching or motivation to combine prior art 
references." Dembiczak. 175 F.3d at 999: see also 
Ruiz. 234 F.3d at 665 (explaining that the temptation 
to engage in impermissible hindsight is especially 



strong with seemingly simple mechanical 
inventions). This is because M [c]ombining prior art 
references without evidence of such a suggestion, 
teaching, or motivation simply takes the inventor's 
disclosure as a blueprint for piecing together the prior 
art to defeat patentability—the essence of hindsight." 
*286 Dembiczak. 175 F.3d at 999 . Therefore, we 
have consistently held that a person of ordinary skill 
in the art must not only have had some motivation to 
combine the prior art teachings, but some motivation 
to combine the prior art teachings in the particular 
manner claimed. See, e.g., In re Kotzab. 217 F.3d 
1365. 1371 (Fed.Cir.2000) ("Particular findings must 
be made as to the reason the skilled artisan, with no 
knowledge of the claimed invention, would have 
selected these components for combination in the 
manner claimed. " (emphasis added)); In re Roufl'et. 
149F.3d 1350. 1357 (Fed.Cir.1998) ("In other words, 
the exarniner must show reasons that the skilled 
. artisan, confronted with the same problems as the 
. inventor and with no knowledge of the claimed 
invention, would select the elements from the cited 
prior_art references for combination in the manner 
claimed. " (emphasis added)). 

in. 

On appeal, Teleflex argues that we should vacate the 
district court's grant of summary judgment and 
remand the case because the district court committed 
multiple errors in its obviousness detennination. 
First, Teleflex urges that the district court erred as a 
matter of law by combining prior art references based 
on an incorrect teaching-suggestion-motivation test. 
Second, it contends that genuine issues of material 
fact still remain as to whether a person of ordinary 
skill in the art would have considered it obvious to 
combine prior art in the manner stated in claim 4. 
Finally, Teleflex argues that the district court erred 
by not properly considering the commercial success 
of Teleflex T s patented assembly and by failing to give 
adequate deference to the patentability determination 
of the U.S. Patent and Trademark Office ("PTO" ). 

KSR responds that the district court did apply the 
correct teaching-suggestion-motivation test, and that, 
under that test, the court correctly concluded that no 
genuine issues of material fact existed so as to 
prevent the grant of summary judgment. KSR 
contends that the district court properly discounted 
the declarations of Teleflex's experts because their 
opinions were based on mere legal conclusions. KSR 
also contends that the district court properly 
dismissed Teleflex r s evidence of commercial success 
because Teleflex failed to establish a nexus between 
commercial success and the claimed invention. 
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Filially, KSR argues that the district court gave 
proper deference to the PTO. 

We agree with Teleflex that the district court did not 
apply the correct teacrung-suggestion-motivation test. 
We also agree that, under that test, genuine issues of 
material fact exist, so as to render summary judgment 
of obviousness improper. For these reasons, we 
vacate the decision of the district court and remand 
for further proceedings consistent with this opinion. 

IV. 

After comparing the teachings of the prior art with 
claim 4 of the '565 patent, the district court concluded 
that, at the time of the invention, all of the limitations 
of claim 4 existed in the prior art. The court 
explained that US. Patent No. 5,010.782. issued to 
Asano et al. ("the Asano patent"), disclosed all of the 
structural limitations of claim 4 with the exception of 
the electronic control. Teleflex. 298 F.Supp.2d at 592 
("Asano teaches an adjustable pedal assembly 
pivotally mounted on a support bracket with the 
pedal moving in a fore and aft directions with respect 
to the support and the pivot remaining in a constant 
position during movement of the pedal arm."). 
Electronic controls were *287 well known in the 
prior art. Id. Consequently, after finding a person of 
ordinary skill in the art would have been motivated to 
combine Asano and electronic control references, the 
district court granted KSR's motion for summary 
judgment of invalidity by reason of obviousness. 

The district court based its rinding of a suggestion or 
motivation to combine largely on the nature of the 
problem to be solved by claim 4 of the '565 patent . 
(d. at 593-94. The court detenriined from the patent's 
specification that the invention of the '565 patent was 
intended to "solve the problem of designing a less 
expensive, less complex and more compact 
[assembly] design." Id. at 593. The court then 
explained that U.S. Patent No. 5.819.593 . issued to 
Rixon et al. ("the Rixon '593 patent"). rFN2] also 
"suffered from being too complex because the pedal 
position sensor is located in the pedal housing and its 
fore and aft movement with the adjustment of the 
pedal could cause problems with wire failure. Thus, 
the solution to the problem required an electronic 
control that does not move with the pedal arm while 
the pedal arm is being adjusted by the driver." Id. at 
594. The court then concluded that "a person with 
ordinary skill in the art with full knowledge of Asano 
and the modular pedal position sensors would be 
motivated to combine the two references to avoid the 
problems with Rixon ' 593." Id 



FN2. As explained by the district court, the 
Rixon '593 patent teaches the combination 
of an electronic control with an adjustable 
pedal assembly. The Rixon '593 patent and 
claim 4 differ, however, in that the 
electronic control of Rixon is attached to the 
pedal housing instead of the support bracket. 
See Teleflex. 298 F.Supp.2d at 594 . The 
electronic control of the Rixon reference 
consequently moves during adjustment of 
the pedal assembly. Id. The electronic 
control of claim 4 does not move during 
adjustment of the pedal assembly. 

The district court also found an express teaching to 
attach the electronic control to the support bracket of 
a pedal assembly based on the disclosure of U.S. 
Patent No. 5.063.811 . issued to Smith et al. ("the 
Smith patent"). The court explained that Smith 
leaches the use of a "rotary potentiometer ... attached 
to a fixed support member and responsive to the 
pedal's pivot shaft." Id Moreover, the court stated 
that Smith provided express teachings as to the 
desirability of attaching the electronic control to a 
fixed support member in order to avoid the -wire 
failure problems disclosed in the Rixon '593 patent 
and solved by the '565 patent : "[T]he wiring to the 
electrical components must be secure from the 
possibility of charing which will eventually result in 
electrical failure. Thus, the pedal assemblies must 
not precipitate any motion in the connecting wires 
themselves...." Id (quoting the Smith patent, col. 1, 
11. 33-38). 

Finally, the district court explained that the 
prosecution history of the '565 patent bolstered its 
finding of a suggestion or motivation to combine the 
Asano and electronic control references. The court 
explained that the patent exarniner initially rejected 
the '565 patent in view of the teachings of U.S. Patent 
No. 5.460.061. issued to Redding et al. ("the Redding 
patent"), and the Smith patent. The examiner stated 
that the Redding patent disclosed the assembly 
structure of claim 4 and that Smith disclosed the 
electronic control attached to the assembly support 
structure. The patentee overcame the rejection, the 
court explained, by adding the limitation requiring 
the position of the assembly's pedal pivot to remain 
constant during adjustment of the assembly. (The 
position of the pedal pivot of the Redding patent does 
not remain constant during adjustment of the 
assembly position.) *288 However, the Asano patent 
discloses an assembly where the position of the pivot 
remains constant during adjustment of the pedal 
assembly. Therefore, the district court reasoned, had 
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Asano been cited to the patent examiner, the 
examiner would have rejected claim 4 as obvious in 
view of the Asano and Smith patents. Id at 595. 

[11 We agree with Teleflex that the district court's 
analysis applied an incomplete teaching-suggestion- 
motivation test in granting KSR summary judgment. 
This is because the district court invalidated claim 4 
of the '565 patent on obviousness grounds without 
making "findingfs] as to the specific understanding or 
principle within the knowledge of a skilled artisan 
that would have motivated one with no knowledge of 
[the] invention to make the combination in the 
manner claimed," Kotzab. 217 F.3d at 1371 . Under 
our case law, whether based on the nature of the 
problem to be solved, the express teachings of the 
prior art, or the knowledge of one of ordinary skill in 
the art, the district court was required to make 
specific findings as to whether there was a suggestion 
or motivation to combine the teachings of Asano with 
an electronic control in the particular manner claimed 
by claim 4 of the '565 patent. See Kotzah. 217 F.3d 
at 1371: Rouffet. 149 F.3d at 1357 . That is, the 
district court was required to make specific findings 
as to a suggestion or motivation to attach an 
electronic control to the support bracket of the Asano 
assembly. 

The district court correcdy noted that the nature of 
the problem to be solved may, under appropriate 
circumstances, provide a suggestion or motivation to 
combine prior art references. However, the test 
requires that the nature of the problem to be solved 
be such that it would have led a person of ordinary 
skill in the art to combine the prior art teachings in 
the particular manner claimed. See Rouffet 149 F.3d 
at 1357 . We have recognized this situation when two 
prior art references address the precise problem that 
the patentee was trying to solve. See Ruiz, 357 F.3d 
at 1276 ("This record shows that the district court did 
not use hindsight in its obviousness analysis, but 
properly found a motivation to combine because the 
two references address precisely the same problem of 
underpinning existing struc rural foundations.")- hi 
this case, the Asano patent does not address the same 
problem as the '565 patent . The objective of the '565 
patent was to design a smaller, less complex, and less 
expensive electronic pedal assembly. The Asano 
patent, on the other hand, was directed at solving the 
"constant ratio problem." fFN3] The district court's 
reliance on the problems associated with the Rixon 
'593 patent similarly fails to provide a sufficient 
motivation to combine. This is because the Rixon 
'593 patent does not address the problem to be solved 
by the '595 patent; rather, it suffers from the 



problem. The court did not explain how suffering 
from the problem addressed by the '595 patent would 
have specifically motivated one skilled in the art to 
attach an electronic control to the support bracket of 
the Asano assembly. 

FN3. The constant ratio problem refers to 
the problem of creating an assembly where 
the force required to depress the pedal 
remains constant irrespective of the position 
of the pedal on the assembly. See Asano 
patent, col. 1, 1. 48-coI. 2, 1. 13. 

Neither do we agree with the district court's reliance 
on the express teachings of the Smith patent. This is 
because the statement in the Smith patent that "the 
pedal assemblies must not precipitate any motion in 
the connecting wires," does not necessarily go to the 
issue of motivation to attach the electronic control on 
the support bracket of the pedal assembly. In other 
words, solving the problem of wire *289 chafing is a 
different task than reducing the complexity and size 
of pedal assemblies. What is more, the Smith patent 
does not relate to adjustable pedal assemblies; 
therefore, it does not address the problem of wire 
chafing in an adjustable pedal assembly. 

Our view of the case is not altered by the '565 
patent's prosecution history. That is because a court's 
task is not to speculate as to what an examiner might 
have done if confronted with a piece of prior art. 
Rather, a court must make an independent 
obviousness determination, taking into account the 
statutory presumption of patent validity. See 
Torpharm. 336 F.3d at 1329-30 ("[W]here the factual 
bases of an examiner's decision to allow a claim have 
been undermined— as in other cases where prior art 
not before the examiner is brought to light during 
litigation— a court's responsibility is not to speculate 
what a particular examiner would or would not have 
done in light of the new information, but rather to 
assess independently the validity of the claim against 
the prior art under section 102 or section 103 . Such 
determination must take into account the statutory 
presumption of patent validity. ").JPN4] 

FN4. Noting Teleflex's argument that the 
district court did not give adequate 
deference to the PTO, we do not discern 
anything in the record indicating the district 
court failed to properly defer to the PTO. 
Nevertheless, we reiterate that, on remand, 
the district court must independently assess 
the evidence and determine whether KSR 
has provided clear and convincing evidence 



© 2006 Thornson/West. No Claim to Orig. U.S. Govt. Works. 



119Fed.Appx. 282 
119Fed.Appx. 282 
(Cite as: 119 Fed.Appx. 282) 



Page 6 



indicating invalidity of claim 4 by reason of 
obviousness. 

\2] We also agree with Teleflex that the presence of 
genuine issues of material fact rendered summary 
judgment inappropriate. KSR, in the first instance, 
failed to make out a prima facie case of obviousness. 
The only declaration offered by KSR— a declaration 
by its Vice President of Design Engineering, Larry 
Willemsen-did not go to the ultimate issue of 
motivation to combine prior art, i.e. whether one of 
ordinary skill in the art would have been motivated to 
attach an electronic control to the support bracket of 
the assembly disclosed by Asano. Mr, Willemsen did 
state that an electronic control "could have been" 
mounted on the support bracket of a pedal assembly. 
(Willemsen Decl. at ^ 33, 36, 39.) Such testimony is 
not sufficient to support a finding of obviousness, 
however. See, e.g.. In re Deuel. 51 F.3d 1552. 1559 
(Fed.Cir. 19951 (" 'Obvious to try 1 has long been held 
not to constitute obviousness."). Mr. Willemsen also 
provided the following as a "specific motivation to 
combine" an electronic control with an adjustable 
pedal assembly: 

[A]n increasing number of vehicles sold in the 
United States came equipped with electronic 
throttle control systems because such systems 
offered various operational advantages over cable- 
actuated throttle control systems.... In order to 
function in a vehicle whose engine incorporated an 
electronic throttle control, the adjustable pedal 
assembly ... would have had to be coupled to an 
electronic pedal position sensor. 
(Willemsen Decl. at ^ 34, 37, 39.) This statement 
may be factually correct. However, the issue is not 
whether a person of skill in the art had a motivation 
to combine the electronic control with an adjustable 
pedal assembly, but whether a person skilled in the 
art had a motivation to attach the electronic control to 
the support bracket of the pedal assembly. 

[3] In addition, Teleflex offered two declarants- 
Clark J. Radcliffe, Professor of Mechanical 
Engineering at Michigan State University; and 
Timothy L. Andresen, a former engineer at Ford 
Motor Company and McDonnel-Douglas 
Corporation~*290 in rebuttal of the declaration of 
Mr. Willemsen. Mr. Radcliffe stated, inter alia, that 
"[t]he location of the electronic control" (Radcliffe 
Decl. at Tf 15) in claim 4 "was a simple, elegant, and 
novel combination of features," (Radcliffe Decl. at f 
16) as opposed to the Rixon '593 patent's attachment 
of the electronic control to the assembly housing, 
which was both electrically and mechanically 
complex (Radcliffe Decl. at % 17). Mr. Andresen 



also stated that the non-obviousness of claim 4 was 
reflected in Rixon's choice to mount the electronic 
control to the assembly housing instead of the 
assembly's support bracket. (Andresen Decl. at H 5.) 
At the summary judgment stage of a proceeding, it is 
improper for a district court to make credibility 
deteiminations. See, eg., Jones. 727 F.2d at 1531 . 
Therefore, by crediting KSR's expert declarant and 
discrediting the two declarants offered by Teleflex, 
the district court erred as a matter of law. 

V. 

In sum, 

(1) We hold that, in granting summary judgment in 
favor of KSR, the district court erred as a matter of 
law by applying an incomplete teaching-suggestion- 
motivation test to its obviousness determination. The 
correct standard requires a court to make specific 

.findings showing a teaching, suggestion, or 
motivation to combine prior art teachings in the 
particular manner claimed by the patent at issue. 

(2) Under this standard, we hold that genuine issues 
of material fact exist as to whether a person of 
ordinary skill in the art would have been motivated, 
at the time the invention was made, to attach an 
electronic control to the support structure of the pedal 
assembly disclosed by the Asano patent. 

(3) We consequently vacate the decision of the 
district court and remand the case for further 
proceedings on the issue of obviousness, and, if 
necessary, proceedings on the issues of infringement 
and damages. 

Each party shall bear its own costs. 
119Fed.Appx. 282 
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IN RE SCOTT E. JOHNSTON 
05-1321 (Serial No. 09/312,092) 
UNITED STATES COURT OF APPEALS FOR THE FEDERAL CIRCUIT 

2006 OS. App. LEXIS 22* 2 
January 30, 2006, Decided 
PRIOR HISTORY; Appealed from: United States 

Patent and Trademark Office, Board of Patent Appeals DISPOSITION: AFFIRMED, 
and Interferences. 
CASE SUMMARY: 



PROCEDURAL POSTURE: Appellant patent applicant challenged a decision of United States Patent and Trademark 
Office Beard of Patent Appeals and Interferences, which affirmed the patent examiner's rejection of all the claims in his 
patent application, entitled "large diameter spirally formed pipe," as anticipated or obvious, 

OVERVIEW: The court agreed that claim 1, which showed a silo or storage tank in die form of a spirally formed pipe of 
an elongated strip of material having a diameter larger than 1 5 feet, was anticipated because every claim element was 
shown in cited references. Moreover, the additional limitation in claim 3, providing that the wall could be smooth, cor- 
rugated, or profiled with increased dimensional proportions as pipe size increased, was anticipated as written. As for 
claims 5 through 9, which stood or fell together; the court agreed with the Board that a reference contained the motivation 
or suggestion to combine its large diameter pipe with the teachings of another Terence regarding steel. The first reference 
showed the suitability of spirally-formed pipe in large cylindrical/shaped structures, and the second reference showed 
large cyliridnkal/shaped structures. These teachings were in the same Held of endeavor and dealt with related subject 
matter. Hie court agreed with the Board that it would have been obvious to combine the two references* teachings to 
provide spirally formed pipe for large diameter and shaped structures. 

OUTCOME: The decision was affirmed. 

LexbNeris(R) Headnotes 



Patent Law > Claims & Specifications > Claim Language > General Overview 

[HN1] It is well established that dictionary definitions must give way to the meaning imparted by the specification in a 
patent claim. 



Patent Law > Nonobviousness > Elements & Tests > Prior Art 

(HN2J Precedent in the context erf patent irifringement requires that to find a combination obvious mere must be some 
teaching, suggestion, or motivation in the prior art to select the teachings of separate references and combine them to 
produce the claimed cc^birration. An explicit teaching that ib^nrifies and selects elements from orfferent sorrrces and 
slates that they should be combined in the same way as in the invention at issue, is rarely found in the prior art As 
precedent ulustrates, marry factors are relevant to the rrrotivation^o^mbine aspect of the obviousness mxrriiry, such as 
the field of the specific Invention, the subject matter of (he references, the extent to which they are in the same or related 
fields of technology, the nature of the advance made by the applicant, and die rnaturity and congestion of the field. Ob- 
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jective indicia are also relevant for the commercial response to an invention is a useful control upon hindsight evaluation 
of obviousness. 

Patent Law > Nottohviousness > Elements & Tests > General Overview 

[HK3] Precedent in the context of patent infringement recognizes mat the suggestion or motivation to combine references 
does not have to be stated expressly; rather it may be shown by reference to the prior art itself to the nature of the problem 
solved by the claimed invention, or to the knowledge of one of ordinary skill in the art These criteria serve to impart 
objectivity to the determination of obviousness. 



COUNSEL: Scott B. Johnston, of Cottonwood, Califor- 
nia, Pro sc. 

John M. Whealan, Solicitor, Office of the Solicitor, 
United States Patent and Trademark Office, of Arlington. 
Virginia. With him on the brief were Mary L. Kelly and 
Thomas W. Krause, Associate Solicitors. 

JTJMES: Before MICHEL, Chief Judge, NEWMAN 
and BRYSON, Circuit Judges. 

OPWIONBY: NEWMAN 

OPINION: NEWMAN, Circuit Judge. 

Scott E. Johnston appeals the decision of the United 
Smtes Patent and Tiademaik Office Boaid of Patent ^ 
peals and Interferences, affirming the examiner's rejection 
of all the claims in patent application No. W/3 12,992, 
entitled "Large Diameter Spirally Formed Pipe;" as an- 
ticipated or obvious, nl Wc affirm the decision of the 
Board. 



nl In re Johnston, No. 2004-0533 (Bd. Pat 
App. & Inter. April 22, 2004). 

BACKGROUND 

Mr. Johnston's patent application is for large diameter 
spiral pipe, in excess of 12 or 15 feet in diameter, formed 
by bending a long sheet of metal or other ductile material 
into a helix, and then joining the adjacent edges by 
welding or other means to form 1*2] a pipe into shapes 
such as cylindrical or arched. Hie claims at issue are 
directed to the spiral pipes thcrnscrves. The following 
claims arc representative: 



1. A spirally formed pipe, comprising an 
elongated strip of ductile material formed 
into jointed, adjacent helical convolutions, 
having a diameter larger than IS feet 

5. A spirally formed pipe, comprising an 
elongated strip of ductile material formed 



into jointed, adjacent helical convolutions, 
reshaped into an arch shape, having a be- 
ginning diameter above 144 inches. 

9. A spirally formed pipe larger than 144 
inches in diameter before reshaping into an 
arch shape. 

The Board rejected the claims as unpatentable in view of 
several references describing silos, storage tanks, and 
other cylindrical structures formed from strips of metal 
bent into a helical shape and joined at the edges. U.S. 
Patent No. 2. 751,672 to Reed describes a silo of about 20 
feet in diameter, constructed by winding several metal 
sheets in a series of helical convolutions and bolting the 
edges together. U.S. Patent No. 3,380.147 to McDonald 
shows a spirally wound silo of about 21 feet in diameter 
wherein sheet steel is wound into a helical 1*3] configu- 
ration using guides and crimping rollers; the edges are 
then welded together to form the wall of the silo. U.S. 
Patent No. 4.I4Z284 to Steuber shows a spirally wound 
storage tank of approximately 30 feet in diameter. US. 
Patent No. 4*121,747 to McFatter shows large storage 
tanks, typically 31 feet m diameter, constructed firom strip 
metal wound into a spiral pattern and butt-welded to- 
gether. 

Also cited by the examiner was a brochure for a 
manufacturing system sold by PRO Cortec, wherein spi- 
rauy formed tubes of corrugated metal, up to 15 feet in 
diameter, are described for use in low cost housing units, 
storm sewers, dunnage tubes, and culverts. The examiner 
also cited a "Handbook of Steel" directed to spirally 
formed steel pipes and arches for use in culverts, storm 
sewers, subdrains, spillways, underpasses and service 
tunnels. The Handbook shows steel pipe in diameters of 
24 feet or more, and shows such pipe deformed into el- 
liptical shapes and arches of various configurations. 

The Board adopted the dictionary definition of "pipe*' 
as "a tubular or cylindrical object, part or passage/ and 
held that on mis definition large cylindrical structures 
such as shos and storage [*4] tanks are "pipes* within the 
meaning and scope of the claims, rendering the claims 
obvious or anticipated Mr. Johnston challenges this die- 
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tionary definition as unduly broad, stating that the prior 
art structures would not be understood as included in the 
meaning of "pipe" by persons of skill in the field of the 
invention. Mr. Johnston suggests that "pipe" in the con- 
struction trades is well understood to mean structures used 
to carry fluids or as electrical conduits, and that this un- 
derstanding of the word "pipe" does not include silos and 
storage tanks. 

[HN1] It is well established that dictionary defini- 
tions must give way to the meaning imparted by the 
ipecification, Phillips v. A WH Industries. 415 F.3d 1303 
(Fed, Cir. 2005) (en banc}, but in this case Mr. Johnston 
himself gave "pipe** the broad meaning he now criticizes. 
He states in the specification that his pipes may be used as 
overpasses, storage buildings, homes, silos, and water 
tanks, extols the value of his invention in such 
large-diameter structures, and does not attempt to dis- 
claim such scope from his claims. 

The Board observed that the claims were not limited 
by the method of forming or shaping the spiral [*5] pipe, 
and held that such pipes in the chawed size range were 
shown or rendered obvious in the cited references. Urns 
claim 1 was found anticipated by each of the Reed, 
McDonald, and Steuber patents, for each shows a sOo or 
storage tank in the form of a spirally formed pipe of an 
elongated strip of material having a diameter larger than 
15 feet, as in damn 1. Air. Johnston did not ^sepa ra t e l y 
argue dependent claims 2 and 4. We agree that (base 
Claims were correctly held to be anticipated, for every 
claim element is shown in each of these references. 

Claim 3, which depends from claims 1 and 2, con- 
tains the af Mirirmai limitation ^further including that said 
wall may be smooth, corrugated, or profiled with in- 
creased dimensional proportions as pipe size is in- 
creased." The Board ruled that this additional content did 
not narrow the scope of the claim because these limita- 
tions are stated in die permissive form "may." Asa matter 
of linguistic precision, optional elements do not narrow 
the claim because they can always be omitted. We affirm 
the Board's ruling that claim 3 as written is anticipated. 

Claims 5 through 9 were agreed to stand or Ml to- 
gether. The Board found that the subject [*6J matter of 
claim 9 would have been obvicros from the combination of 
the PRD Cortec brochure and the Handbook of StceL 
PRD Cortec shows spirally formed pipe that is larger than 
12 feet in diameter but not arched. The Handbook shows 
examples of helically formed pipe that may be reshaped 
into Elliptical pipe, horseshoes, arches and other shapes/ 1 
although each shape is less than 12 feet in diameter. The 
Board found that it would have been obvious to reshape 
the PRD Cortec 15 foot diameter pipe into the shapes in 
the Handbook, citing the Handbook's teaching that round 
or arched pipe can be used as storm sewers, drainage tubes, 



and culverts. Mr. Johnston argues that there is inadequate 
motivation to combine these two references, on the basis 
that there is not a specific teaching in the prior art that this 
subject matter may be combined. He also argues that the 
Handbook teaches away from making such a combina- 
tion. 

[HN2] Precedent requires that to find a combination 
obvious there must be some teaching, suggestion, or mo- 
tivation in the prior art to select the teachings of separate 
references and combine them to produce the claimed 
combination. Karsten Mfg. Corp, v. Cleveland Golf Co., 
242 R3d 1376, 1385 (Fed On 2001) [*7] <"m holding 
an invention obvious in view of a combination of refer- 
ences, there must be some suggestion, motivation, or 
teaching in the prior art that would have led a person of 
ordinary skill in the art to select the references and com- 
bine them in the way that would produce the claimed 
u^en^on."); In re Dance, 160 F.3d 1339, 1343 (Fed. Cir. 
1998) ("When the references are in the same field as that 
of the applicant's invention,, knowledge thereof is pre- 
semedL However, th e test of whether it would have bee n 
obvioQsinselect jpe^ and combine tSemas 

did the applic ant mnst still be met by ideomicarioTrof 
/s o me sJ^ jjg^io gl^ctnrjg, or motivation in the rjriorj nt 
j gjsmg fr om what m e imp!* ait would nave taught a person 
rfoiomary^SuTn fee field of the iirvenfaah."); in re Fine. 
63T7&a-limr-W75-G F e<L Or. 1988) (there must be 
"some objective teaching in the prior art or that knowl- 
edge generally available to one of ordinary ski! 1 in the art 
would lead that individual to combine the relevant 
teachings of the references"); Interconnect Planning Corp. 
v. Fell, 774 F.2d 1132. 1143 (Fed Cn\ 1985) ("When 
prior art [*8] references require selective combination by 
the court to render obvious a subsequent invention, there 
must be some reason for the combination other than the 
hindsight gleaned from the invention itself"). An explicit 
teaching that identifies and selects elements from differ- 
ent sources and states that they should be combined in the 
same way as in the invention at issue, is rarefy found in 
die prior art As precedent ulusrrntes, many factors arc 
relevant to the motrvation-to-combine aspect of the ob- 
viousness ino^nry, such as the field of the specific inven- 
tion, the subject matter of the references; the extent to 
which they are in the same or related fields of technology, 
the nature of the advance made by the applicant, and the 
maturity and congestion of the field. Objective indicia axe 
also relevant, see Graham v. John Deere Co., 383 UJL I. 
86S.CL 684. 15 L Ed 2d 545 (1966), for the commercial 
response to an invention is a useful control upon hindsight 
evaluation of obviousness 

These considerations have been extensively illus- 
trated. E.g., Vulcan Engineering Co., Inc. v. Fata Alu- 
minium, Inc. 278 R3d 1366. 1372 (Fed. Cir. 2002) 
(continuous lost foam casting); [*9] Karsten Mfg. Carp. 
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p. Cleveland Golf Co., 242 F3d 1376, 1385 (Fed Or. 
2001) (golf club). [HN3] Precedent has also recognized 
t hat "the suggestion or m oth^atiS ^uuubine reierenee s 
doesInolPSav^^ 

shown by reference to the prior art itselt to the nature of 
the problem solved by the claimed invention, or to the 
Jcnowledge of one of ordinary skill in the art 11 Medical 
In^rvmeli^niorhW'id^agnosn^ Corp v. EkktoAB, 344 
F.3d 1205, 1221-22 (Fed. Or. 20(B). These criteria have 
served to impart objectivity to the detemnnation of ob- 
viousness. See In re Rouffet, 149 F3d 1350, 135$ (Fed. 
Cir. 1998) (obviousness requires proof '"that the skilled 
artisan. . . would select the elements from the cited prior 
art references for combination in the manner claimed"). 

The Board found motivation to combine the teach- 
ings of the Steel Handbook and TOD Cortec, in that both 
references deal with the same field of technology, and 
both show spirally formed pipe of large diameter. The 
Handbook teaches the irt exchangeability of round and 
arched pipe in various applications, and recognizes the 
need to provide greater [* 10] capacity, without increasing 
height, such as for use in a culvert under a road. The 
Handbook also teaches mat spirally-formed round pipe 
can be re-shaped into arch shapes to provide greater 
cross-sectional area tor a given height PRD Coxtec 
teaches the formation of a 15-foot diameter spi- 
rally-formed pipe, but does not explicitly show deforming 
such pipe into other shapes, such as arches. 

Ml Johnston argues that it would not be obvious to 
combine these teachings, staring that the Handbook de- 
scribes only spuaUy-formed arched-steel pipe less man 12 
feet m diameter and arched steel pipe made of structural 
plate boiled together with diameters of over 25 feet, 
whereas PRD Cortec shows only round spirally-formed 
pipe. He argues that the Handbook suggests that 
large-diameter arched«pipe should not be formed helically, 
but should be bolted together from structural plate. The 
Handbook states: 

Corrugated metal pipe was first de- 
veloped and used for culverts in 1896. As 
experience was gained in the use of this 
thin-walled, lightweight, shop fabricated 
pipe, the diameters gradually increased to 
96 in. and larger. Fill heights became 
greater, even exceeding 100 ft A further 
development, (+111 in 1931, was struc- 
tural plate pipe with larger corrugations, 
for field assembly. Diameters and arch 
spans beyond 25 ft. have been successfully 
installed. 



Handbook at 39. This statement and the other examples in 
the Handbook were held by the Board to teach the shapes 
and dimensions of known steel construction products, and 
not to negate the use of spiral forms. The Board held that 
one of ordinary skill in this field would have been moti- 
vated, by these teachings, to produce large-diameter spi- 
ralty-formed pipe and to shape them into arch shapes: 



hi our view, PDR's teaching of a 15 root 
diameter spirally formed pipe usable as an 
irrigation pipe, a drainage tube, a sewer, or 
a culvert combined with the Handbook's 
teaching of reshaping spirally formed 
pipes (less than 12 foot diameter) used for 
culverts and drainage into an arch shape 
would have made it obvious at the time the 
, - invention was made to a person of ordinary 
skul in the art to reshape PDR's 15 foot 
diameter spirally formed pipe into an arch 
shape as taught by Handbook. The moti- 
vation for this change comes not from 
appellant's (fisdosnre but from the clear 
teachings of the applied prior art In that 
regard, J*12J Handbook teaches using 
either (1) round spirally formed pipes, or 
(2) arch shaped spirally formed pipes for 
use in coverts and drainage. This teaching 
of two alternative cross-sections provides 
the nec essary motivation for an artisan to 
have modified the round spirally formed 
pipe of FDR into an arch shape. 



BdL op. at 20-21. 

We agree with the Board that PHD Cortec contains 
the motivation or suggestion to combine its large diameter 
pipe with the teachings of the Handbook. PRD Cortec 
shows the suitability of spirally-formed pipe hi large 
cylindrical/shaped structures, and the Handbook shows 
large cylindrical/shaped structures. These teachings are in 
the same field of endeavor and deal with related subject 
matter. We agree with the Board that it would have been 
obvious to combine the PRD Cortec and Handbook's 
teachings to provide spirally formed pipe for large di- 
ameter and shaped structures. That decision is 

AFFIRMED. 
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